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DETAILED ACTION 



1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed on 04/18/11 after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1 .17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 04/18/1 1 has 
been entered. 

2. After reviewing applicant's amendment submitted on 04/1 8/1 1 , the 1 1 2-first 
paragraph rejections as set forth in the Office action (OA) mailed on 10/18/10 are 
withdrawn. 

3. All of the art rejections as set forth in the OA mailed on 1 0/1 8/1 0 are sustained. 

4. The 37 C.F.R. § 1 .1 32 declaration submitted on 04/1 8/1 1 by Hideyuki Nojiri is 
thoroughly reviewed but not found persuasive for reasons set forth in this OA. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 39, 40, 43, 44, 51-54, 57, and 58 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Hodgson (US 3,645,835). 

6. It is noted that claims 39 and 51 recite "a double eyelid forming article of 
manufacture for forming a fold on an eyelid of a user", "configured to be adhered onto 
an eyelid in a stretched state along a longitudinal direction to form a double eyelid", and 
"the tape member in the stretched state is configured to have a resilient shrinkability 
larger than tension of skin on the eyelid and smaller than a resilient shrinkability of the 
skin on the eyelid to form the fold in the direction perpendicular to the longitudinal 
direction of the tape member.. .lift the skin of the eyelid from a surface of an eyeball to 
form the fold on the eyelid by adhering to the eyelid while the tape member is in the 
stretched state and subsequently recoiling back toward the unstretched sate", and "an 
entirety of the adhesive layer has an adhesiveness sufficient to prevent the... to form the 
double eyelid". It is respectfully submitted that the aforementioned recitations are 
intended use of the article, while some of the recitations are functional, it is submitted 
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that if a structure and composition of the prior art article is same as claimed by the 
applicant's article, then the prior art article is functionally capable of meeting the 
aforementioned recitations. 

7. Based on the above, any reference disclosing a tape member that is resiliently 
stretchable (i.e. elastic) having "a first and second surface to elongate consistently 
along the entire longitudinal direction of the tape member while these surfaces are 
oppositely faced to each other", "the first surface and the second surface... pair of side 
edges that consistently elongate. ..the entire longitudinal direction of the tape member", 
"the individual side edges of the first surface and the second surface. ..forms in parallel 
to each other "long the whole longitudinal direction... when the tape member is in an 
unstretched state, cross sections of the first surface.. .uniform form along the whole 
longitudinal direction. ..when the tape member is in the unstretched state. ..the first 
surface and the second surface each have an adhesive layer.. .entirety of the first 
surface and the second surface, the tape member has a consistent.. .along the entire 
longitudinal direction", will read on the claims. 

8. Hodgson discloses adhesive materials for use on animal bodies especially 
human bodies for surgical, dermatological or cosmetic use. The examples include 
surgical drapes, adhesive dressings, strips and sheets, and eyeliners (Column 2. lines 
74-75, Column 3. lines 1 -5). Additionally, according to Hodgson another preferred use 
of the present invention is in surgical drapes. These are large flexible sheets, which are 



Application/Control Number: 10/743,864 Page 5 

Art Unit: 1788 

provided with a continuous layer of adhesive on at least a part only of one surface 
(column 7, lines 64-67). Further, at column 1 lines 25-30, Hodgson discloses 
"According to the present invention... a backing material having a pressure-sensitive 
adhesive on at least substantially the whole of the body-adhering portion of at least one 
surface of said backing material". This disclosure of applying the adhesive on at least 
one surface of the tape is interpreted as that adhesive layer can be applied on the both 
surfaces of the tape member, and it reads on the claim requirement of "at least one of 
the first surface or the second surface has an adhesive layer covering an entirety of the 
first surface or the second surface". 

9. Additionally, the adhesive drape of Hodgson as shown in Figure 7 has a backing 
layer 2 with an adhesive coating 4 on the surface of the backing layer. Further, the 
adhesive 4 is covered by a protector 6 (column 10, lines 27-31). The backing layer 2 of 
Hodgson is preferably formed of a polyurethane film (column 8, lines 5-6). At column 5, 
lines 69-74, Hodgson discloses Estane 5701 and 5702 brand thermoplastic 
polyurethane films, which is a polyurethane elastomeric film as evidenced by US 
2007/00661 85A1 to Felipe (paragraph 0058). Further, Hodgson teaches a use of 
elastic backing material (column 10, lines 38-39). The elastic backing layer 2 of 
Hodgson having an adhesive coating 4 is equated to a resiliently stretchable elongate 
tape member. 
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1 0. The adhesive tape member of Hodgson, as shown in Figure 7 has "the a first 
surface and a second surface" that "elongate consistently along the entire longitudinal 
direction of the tape member while these surfaces are oppositely faced to each other" 
and "the individual side edges of the first surface and the second surface are each in 
linear forms in parallel to each other along the whole longitudinal direction of the tape 
member when the tape member is in an unstretched state". Additionally, if one were to 
examine the cross-section of the adhesive tape member of Hodgson as shown in Figure 
7, it would read on "cross sections of the first surface... is in the unstretched state, the 
cross sections each have uniform form along the whole longitudinal direction. ..is in the 
unstretched state". 

11. As to the claim requirement of "the elongate member includes a pair of holding 
portions configured to be held with fingers and arranged individually on a first end of the 
elongate member and a second end of the elongate member along the longitudinal 
direction", Hodgson teaches that the two edges 24 of the backing material 2 are left 
uncoated (column 1 0, lines 31 -32). Moreover, as to the claim requirement of "the 
elongate member includes an adhering portion", the claim does not explicitly exclude 
the adhering portion from being a part of the surfaces of the tape member, therefore a 
portion of the backing layer surface of Hodgson which is covered with an adhesive layer 
is equated to the "adhering portion". 
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1 2. As to the claim limitations of "the tape member in the stretched state is 
configured to have a resilient shrinkability larger than tension of skin on the eyelid and 
smaller than a resilient shrinkability of the skin on the eyelid to form the fold in the 
direction perpendicular to the longitudinal direction of the tape member... lift the skin of 
the eyelid from a surface of an eyeball to form the fold on the eyelid by adhering to the 
eyelid while the tape member is in the stretched state and subsequently recoiling back 
toward the unstretched sate", and "an entirety of the adhesive layer has an 
adhesiveness sufficient to prevent the... to form the double eyelid", the Examiner 
submits following: 

1 3. It is reasonable to presume that the adhesive tape member of Hodgson has the 
aforementioned features including "resilient shrinkability" and sufficient width and a 
sufficient length for forming the fold because as set forth above the adhesive tape 
members of Hodgson and that of applicant have similar structure and composition. 
Further, since Hodgson is used on skin and to produce wrinkles, it would meet the claim 
recitation "an entirety of the adhesive layer has an adhesiveness sufficient to percent 
the... to form the double eyelid". Therefore, the aforementioned features would be 
present. The burden is shifted to applicant to prove it otherwise (see In re Fitzgerald, 
205 USPQ 594). 

1 4. Moreover, as to the claim requirement of the arrangement of a release material 
on each of the adhesive layers on the first surface and the second surface. It is noted 
that Hodgson discloses of applying the adhesive on at least one surface of the backing 
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(column 1 lines 25-31) and covering the adhesive layer with a silicone-coated release 
paper (column 6 lines 70-73 and column 7 lines 70-71). 

1 5. Thus, it would have been obvious to provide an adhesive on the second surface 
of the backing and cover it with a release layer, motivated by the desire to protect the 
adhesive layer. 

1 6. As to the claim requirement of the elongate member being a string member and 
"cross sections... arcuate shapes... unstretched state", it is noted that the invention of 
Hodgson is used in surgical drapes, suture strips... solid eye liners etc. (column 3 lines 
1 -5). Further, Hodgson discloses the size and the shape of the suture strips may of 
course be varied as desired (column 8 lines 44-53). Therefore, choosing a shape the 
tape member in the form of a string having outwardly protruding arcuate shapes 
involves routine skill in the art. 

1 7. Claims 45, 46, 50, and 60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Clavin (US 4, 653, 483). 

1 8. It is respectfully submitted that recitations "a double eyelid forming article of 
manufacture for forming a fold on an eyelid of a user", "configured to adhere to the 
eyelid in. ..to form a double eyelid", and "wherein the string member in the stretched 
state is configured to have a resilient shrinkability larger than a tension of skin on the 
eyelid and smaller than a resilient shrinkability of the skin on the eyelid to form the fold 
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in a direction perpendicular to the longitudinal direction of the string member.. .to lift the 
skin of the eyelid from a surface of an eyeball. ..recoiling back toward an unstretched 
state due to the resilient shrinkability to form a double eyelid", and "an entirety of the 
adhesive layer has an adhesiveness sufficient to prevent the string member from being 
detached from adhering portions on the skin on the eyelid when the string member is 
adhered to the eyelid in the stretched state and subsequently recoiled back toward the 
unstretched state to form the double eyelid" are intended use of the claimed article. 
While some of these recitations are functional in nature, it is respectfully submitted if a 
structure and composition of the prior art article is same as claimed by applicant's 
article, then the prior art article is capable of functioning the intended use as presently 
claimed. 

1 9. Based on the above, any reference disclosing a string member that is resiliently 
stretchable (i.e. elastic) having "a first and second surface to elongate consistently 
along the entire longitudinal direction of the tame member while these surfaces are 
oppositely faced to each other", "the first surface and the second surface... pair of side 
edges that consistently elongate. ..the entire longitudinal direction of the tape member", 
"the individual side edges of the first surface and the second surface... forms in parallel 
to each other "long the whole longitudinal direction... when the tape member is in an 
unstretched state, cross sections of the first surface.. .uniform form along the whole 
longitudinal direction. ..when the tape member is in the unstretched state. ..the first 
surface and the second surface each have an adhesive layer.. .entirety of the first 
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surface and the second surface, the tape member has a consistent.. .along the entire 
longitudinal direction", will read on the claims. 

20. Clavin discloses an adhesive tape having a backing and a layer of adhesive on 
each side of the adhesive tape (see abstract, Figure 1 5 and column 5 lines 1 -5). As to 
the claim requirement of "string member", it is noted that Applicant has generally recited 
"a string member" but not provided any dimension (e.g. diameter, length etc.) of a string 
member nor defined what is meant by "string member". It is noted that Calvin's tape is 
applied to an eyelid to retain a fold in the skin thereof (column 1 lines 10-15). Further, 
Clavin discloses that "According to the present invention, a very thin strip of double- 
sided adhesive tape 32 generally less than 1 cm in width and 4 cm in length is 
attached to the upper eyelid 10 (column 3 lines 50-55). This disclosure of Clavin reads 
on a string member as claimed. 

21 . Further, the backing film of Clavin is formed of polyethylene (see column 5 lines 
39-45), which meets claim 60. The polyethylene backing of Clavin reads on the 
resiliently stretchable elongate string member as required by the presently claimed 
invention. As to the claim requirements of "first surface and the second 

surface... oppositely faced to each other", "the first surface and the second surface each 
have a pair of side edges. ..of the string member", "the individual side edges are each in 
liner forms in parallel to each other.. .in an unstretched state", "cross sections of the first 
surface... outwardly protruding arcuate shapes. ..when the string member is in the 
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unstretched state. ..the cross sections each have a uniform form along the whole.. .in the 
unstretched state", these limitations are disclosed in Figure 13 (e.g. arcuate shape of 
the cross section) and Figure 15 or obvious optimization to one of ordinary skill in the 
art, motivated by the desire to produce a string member that can suitably be applied to 
eyelids. 

22. As to the claimed features of "wherein the string member in the stretched state is 
configured to have a resilient shrinkability larger than a tension of skin on the eyelid and 
smaller than a resilient shrinkability of the skin on the eyelid to form the fold in a 
direction perpendicular to the longitudinal direction of the string member.. .to lift the skin 
of the eyelid from a surface of an eyeball. ..recoiling back toward an unstretched state 
due to the resilient shrinkability to form a double eyelid", and "an entirety of the adhesive 
layer has an adhesiveness sufficient to prevent the string member from being detached 
from adhering portions on the skin on the eyelid when the string member is adhered to 
the eyelid in the stretched state and subsequently recoiled back toward the unstretched 
state to form the double eyelid", and "a first end of the string member and a second end 
of the string member... a part configured to be removed after the double eyelid is 
formed" (claim 50), it is reasonable to presume that said features are necessarily 
present in the string member of Clavin. 

23. Support for said presumption is based on the fact that as stated above the string 
members of Clavin as set forth above and that of applicant are structurally and 
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compositionally equivalent. Therefore, said claimed features would be present. 
Additionally, as to the claim requirement of the "an entirety of the adhesive layer has an 
adhesiveness sufficient to prevent the string member from being detached from 
adhering portions on the skin on the eyelid when the string member is adhered to the 
eyelid in the stretched state and subsequently recoiled back toward the unstretched 
state to form the double eyelid", the Examiner submits that since Clavin's article is 
applied to an upper eyelid to retain a fold in the skin thereof (see Background of The 
Invention of Clavin), Clavin meets this limitation. The burden is shifted to Applicant to 
prove it otherwise {In re Fitzgerald, 205 USPQ 594). 

24. As to the claim requirement of the release material in a consistent and integral 
form, it would have been obvious to provide a release material in consistent and integral 
form, motivated by the desire to protect the adhesive layers. 

25. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Calvin (US 4,653,483) as applied to claim 45 above, and further in view of 
Samuelsen et al. (WO 99/38929). US 6,482,491 B1 to Samuelsen is relied upon for 
convenience. 

26. The invention of Clavin is previously disclosed. Clavin is silent as to teaching the 
individual release materials each include an arcuate groove along a surface of each of 
the adhesive layers. 
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27. However, Samuelsen discloses an article having a surface showing adhesive 
properties and a cover layer (release layer) for protecting the adhesive surface 
(abstract). Additionally, the release layer of Samuelsen has indentations in the forms of 
grooves, ridges, bulges, bumps etc. (column 2 lines 22-26 and column 4 lines 20-35). 
This disclosure of Samuelsen reads on the release material having an arcuate groove 
as claimed. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to use the release materials having arcuate groove, motivated 
by the desire to easily remove the release materials. 

28. Claim 49 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clavin (US 4,653,483) as applied to claim 45 above, and further in view of 
Hodgson (US 3,645,835). 

29. Clavin does not explicitly teach "a first end of string tape member and a second 
end of the string member.. .holding portions configured to be held with fingertips, and the 
holding portions have no adhesive property or have a suppressed adhesive property". 

30. However, the invention of Hodgson is previously disclosed. Hodgson discloses 
that the two edges 24 of the backing material 2 are left uncoated (column 10, lines 31 - 
32). The uncoated areas on the backing layer of Hodgson reads on a holding portion as 
claimed. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide holding portion having no adhesive property 
such that the string member can be handled easily during its application to an eyelid by 
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a user and such arrangement would prevent user accidentally touching the adhesive 
layer and potentially contaminating the adhesive. 

31 . Claims 59 and 61 are under 35 U.S.C. 103(a) as being unpatentable over 
Hodgson (US 3,645,835) as applied to claims 39 and 51, and further in view of 
Berglund et al. (US 4,310,509). 

32. Hodgson is silent as to teaching polyethylene. However, Berglund discloses a 
PSA having antimicrobial material in it. Further at column 4 lines 30-40; Berglund 
discloses that the homogeneous dispersion [i.e. adhesive] is coated onto various 
backings to form dressings, drapes, tapes, etc. The preferred backing material is 
polyethylene. 

33. It is noted that Hodgson's invention is directed to PSA that are used in dressings, 
plasters, adhesive bandages etc. (column 1 lines 5-15). Hodgson is silent as to 
teaching polyethylene. Secondary reference of Berglund provides polyethylene that can 
be used in adhesive tapes, dressings etc. 

34. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to select the polyethylene backing as taught by 
Berglund and used as a backing in the invention of Hodgson, because selecting a 
known material based on its suitability for its intended use establishes a prima facie 
case of obviousness. 
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Response to Arguments 

35. Applicant's arguments filed on 04/1 8/1 1 have been fully considered but they are 
not persuasive. 

36. With respect to the Examiner's comments in section 43 of OA mailed on 

1 0/1 8/1 0, applicant argues "In section 43 of the Response to Arguments section, 
regarding the previous traversal of the rejection based on Hodgson , the Office Action 
notes that "applicant has not provided any factual evidence...". Further, applicant 
asserts that the portion of the Figure 3 that the OA mailed on 10/18/10 interprets as 
folds are actually wrinkles and such wrinkles have creases that extend vertically such 
that the skin folds in a direction that is parallel, not perpendicular to the longitudinal 
direction of the tape member. Applicant argues that the claimed invention is trying to 
prevent wrinkles. (See pages 3-4 of 04/1 8/1 1 amendment). 

37. The Examiner respectfully disagrees. First, it was noted in the OA mailed on 
1 0/1 8/1 0 that the Figure 3 submitted by applicant is not a Figure from Hodgson 
reference. Second, the presently claimed invention is broad that it does not exclude 
formation of wrinkles (note "comprising" in the preamble of claimed invention). As such 
applicant's arguments are not found persuasive. 

38. It is noted that applicant has made arguments on pages 4-5 of 04/1 8/1 1 
amendment that are referring to and based on 37 C.F.R. § 1 .132 declaration submitted 
on 04/18/1 1 by Hideyuki Nojiri. However, the Examiner submits that said declaration is 
not found persuasive for the reasons set forth below. 
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37 C.F.R. § 1.132 declaration submitted on 04/18/11 by Hideyuki Nojiri 

39. The declaration is attempting to establish that the prior art devices disclosed by 
Hodgson (Sample 2 of the declaration) and Clavin (Sample 3 of the declaration) do not 
create e.g. folds or double eyelid when compared to the device of the present invention 
(Sample 1 ). However, the declaration is not found persuasive for the following reasons: 

(A) The declaration is not commensurate in scope with the presently claimed 
invention. Specifically, Sample 1 which allegedly represents the present 
invention is not commensurate in scope with the claims. For example, Sample 1 
utilizes specific type of stretch fiber having specific thickness, length, and 
material, and adhesive. However, none of these are included in the claims. 

(B) The declaration states that the tape samples 1 -3 were adhered to eyelid 
according to a method of forming a double eyelid described in the specification of 
presently claimed invention (see page 2, section 4 of the declaration). However, 
declaration fails to provide specific details of the method. Upon reviewing the 
specification, it is assumed that applicant is referring to a method of forming a 
double eyelid as set forth in a third full paragraph, page 4 of the specification. It 
appears that the tape is required to be stretched by a user in order for it to form a 
double eyelid. As such, the stretch force applied to the tape samples by different 
users could be varied and a question is raised whether the double eyelid 
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formation is dependent on the applied stretch force. If yes, what is the minimum 
stretch force required to apply to the tape member so as to form the double 
eyelid? Further, the claims do not recite any method of forming a double eyelid. 



(C) The photographs submitted in the declaration are not clear and grainy in 
nature such that the vertical wrinkle details set out in photos 5 and 6 are not 
clearly visible. Photos 1 , 5 and 6 basically look the same. They all show the 
formation of the double eyelid. There appears no significant difference between 
the photo 6 (Sample 2 allegedly corresponding to Hodgson) and photo 1 (Sample 
1 of present invention) in terms of the vertical wrinkles formed toward the tape. 



(D) With respect to Sample 2 (allegedly corresponding to Hodgson's article), the 
declaration describes e.g. feeling of strangeness formed on the eyelid of the 
examinee and presence of the wrinkles (page 8 of the declaration). The 
Examiner submits that these observations while may be useful in terms of ease 
of using the tape, they are not commensurate in scope with the basis of the 
rejections and the scope of the presently claimed invention. The claims do not 
exclude presence of wrinkles when the tape member is used to make a double 
eyelid. 

40. Based on the discussion above, the declaration and Applicant's arguments 
referring to the declaration are not found persuasive. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. JP 2007-111218 A discloses adhesive sheet for double 
eyelid (see abstract). CN 1120937A discloses polypropylene for use in double 
eyelid formation. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272- 
6467. The examiner can normally be reached on Monday-Friday, 9:00AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alicia Chevalier can be reached on 571-272-1490. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. D.I 
Anish Desai 
Examiner, Art Unit 1788 
06/01/11 



/Hai Vo/ 

Primary Examiner, Art Unit 1788 



